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DETAILED ACTION 

1 . This communication is a first Office Action Non-Final rejection on the merits. 
Claims 1-37, as originally filed, are currently pending and have been considered below. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 4, 5, 9, 10, 12, 13, 24, 25, 28-37 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

4. For claims 4, 9 and 24, the recited term "mining data", renders the claim 
indefinite since it does not clearly define what "mining data" is. The examiner is unsure if 
the applicant is referring to data relating to mining or to the act of data mining which is 
the act of sorting through a large amount of data. For purposes of examination the 
examiner is taking "mining data" to be data mining or the storage and sorting through of 
information. 

5. For claims 5, 1 0 and 25, the recited term "compatible", renders the claim 
indefinite since it does not clearly define how the format is "compatible". The examiner 
is unsure if the applicant is referring to the software being compatible in format, if the file 
extension is formatted correctly, if the document is in a proper format such as first name 
last, last name first, the appropriate characters are used such as spaces or dashes or if 
it is just simply organized in a format in which all computers with a web browser could 
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read, such as a website. For the purpose of examination the examiner is taking it to 
mean that all of the computers on the system are able to access and view the 
information with out issue. 

6. Claim 12 recites the limitation "remanufacturing" in line 2 of claim 12. There is 
insufficient antecedent basis for this limitation in the claim. 

7. Claim 28 recites the limitation "the remote evaluation" in line 1 of claim 28. There 
is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-5, 15-20 and 28-32 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Joao (US2002/0016655A1). 

As per claim 1, Joao discloses a method for remotely evaluating a vehicular part 
(Page 1 , paragraph 9; discloses that the invention pertains to vehicle maintenance, and 
that information is shared. Page 2, paragraph 15; discloses that there is a central point 
in which the different parties communicate through and that one of the parties are 
vehicle parts providers), said method comprising: 
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obtaining, from a first location, description information regarding a state of said 
vehicular part (Page 21 , paragraph 281 ; discloses that the information is gathered about 
state of disrepair); 

sending said description information to a second location (Page 21 , paragraph 
283; discloses that the central server is uploaded or sent information that was gathered 
by the first user in the first location); and 

receiving, from said second location, an assessment based on said description 
information (Page 22, paragraph 299; discloses that a second party can receive the 
information from the central server at any time after its entry). 

As per claim 2 and 29, Joao discloses the above-enclosed invention; Joao 
further discloses wherein said description information comprises at least one of textual 
data, binary data, scanned documents, digital images, digital audio and video of said 
vehicular parts (Page 21, paragraph 286, Page 12, paragraph 177, Page13, paragraph 
185). 

As per claim 3 and 30, Joao discloses the above-enclosed invention, Joao 
further discloses wherein said description information is comprised in an electronic 
folder created at said first location, and said electronic folder is modified at said second 
location to include said assessment (Page 21, paragraph 283 and 285, discloses that 
the folder or file is created for specific vehicle and updated at the first location. Page 22, 
paragraph 289; discloses that the second location will access the information and 
include an assessment of the situation). 
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As per claim 4, Joao discloses the above-enclosed invention, Joao further 
discloses comprising at least one of mining data and generating reports for a plurality of 
vehicular parts and their assessment (Page 22, paragraph 289; discloses that the 
reports will include whatever plurality of parts will be necessary to affect the repairs). 

As per claim 5, Joao discloses the above-enclosed invention, Joao further 
discloses wherein said data and reports are compatible with internal data management 
systems of a party receiving said data and reports (Page 22, paragraph 299; discloses 
that any of the users of the system can access and use the information that is stored on 
the central server which is acting as the internal data management system, since all 
parties can access and add information all of that information has to be compatible). 

As per claim 15, Joao discloses the above-enclosed invention, Joao further 
discloses wherein second location comprises at least one of an independent assessing 
center, an original equipment manufacturer, and a warranty processing center (Page 
22, paragraph 290; discloses that the second location can be any one of an 
independent assessing center or repair shop, equipment manufacturers, warranty 
providers as well as others). 

As per claim 16, Joao discloses the above-enclosed invention, Joao further 
discloses comprising the step of providing access to a party at a third location to said 
assessment details (Page 22, paragraph 299; discloses that access is granted to 
multiple parties at any point and those parties include intermediaries or third parties. 
These parties can access the system to view the assessment and to add information). 
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As per claim 17, Joao discloses the above-enclosed invention, Joao further 
discloses wherein said party at said third location accesses said assessment details 
through an Internet web browser (Page 11, paragraph 168; discloses that the invention 
functions on the Internet and can be accessed using a web site which accessing would 
have to include the use of a web browser). 

As per claim 18, Joao discloses the above-enclosed invention, Joao further 
discloses wherein said party at said third location comprises an original equipment 
manufacturer (Page 22, paragraph 299; discloses that at any time another party can 
access the system which includes the vehicle manufacture or the original equipment 
manufacturer). 

As per claim 19, Joao discloses the above-enclosed invention, Joao further 
discloses comprising the step of producing data and reports for a plurality of vehicular 
parts and their assessment (Page 22, paragraph 289; discloses that the reports will 
include whatever plurality of parts will be necessary to affect the repairs). 

As per claim 20, Joao discloses the above-enclosed invention, Joao further 
discloses comprising the step of providing said data and reports in such a format as to 
be compatible with internal data management systems of a party receiving said data 
and reports (Page 22, paragraph 299; discloses that any of the users of the system can 
access and use the information that is stored on the central server which is acting as 
the internal data management system, since all parties can access and add information 
all of that information has to be compatible). 
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As per claim 28, Joao discloses a data center used in the remote evaluation of a 
vehicular part (Figure 1 ; discloses a central processing computer or server which takes 
in data from various other locations for the evaluation of vehicle parts), said data center 
comprising: 

a computer server adapted to communicate with a first location and a second 
location (Figure 1; discloses that the central processing computer or server 
communicates with other computers across the network, this would include the first 
location and the second location that could be any of the computers connected to the 
network), said computer server comprising: 

input means for receiving, from said first location, description information 
regarding a state of said vehicular part (Page 21 , paragraph 283; discloses that the user 
enters information that is to be sent to the central server via a computer. Page 12, 
paragraph 173; discloses various input devices to enter information into the system); 

output means for sending said description information to said second location 
(Page 15, paragraph 213; discloses output devices the could be used by the system); 
and 

said input means for further receiving, from said second location, an assessment 
based on said description information (Page 22, paragraph 293; discloses the user 
being sent the report or assessment. Page 12, paragraph 173; discloses various input 
devices to enter information into the system). 

As per claim 31, Joao discloses the above-enclosed invention, Joao further 
discloses comprising a server database for storing at least a portion of said description 



Application/Control Number: 1 0/798,31 1 Page 8 

Art Unit: 3689 

information in said electronic folder (Page 15, paragraph 206; discloses that the system 
includes a database that will be used to store all of the information). 

As per claim 32, Joao discloses the above-enclosed invention, Joao further 
discloses wherein said computer server is further adapted to communicate with a third 
location and said output means further sends said assessment to said third location 
(Page 22, paragraph 299; discloses that various parties can access the system, and 
these parties include intermediaries, these parties can obtain information and input 
information). 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 6-10, 21-25, 33-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Joao (US2002/0016655A1). 

As per claim 6, Joao discloses the above-enclosed invention, Joao further 
discloses that warranty information is handled by the system and that the payment 
information would also be handled by the system (Page 22, paragraph 290; discloses 
that information will be sent to the warranty providers and that this information will effect 
who is responsible for paying for the repair). 
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Joao fails to explicitly disclose determining at least one of a disposition and a 
warranty settlement for said vehicular part based on said assessment. 

While Joao fails to fully disclose the idea of a settlement, it would have been 
obvious to one of ordinary skill in the art at the time of the invention include a settlement 
during the process of determining who is responsible for paying for the repairs. For 
example if the user's engine seizes during normal operation they would call up the 
warranty provider to determine if the damage was covered by their warranty. At which 
point the warranty provider would issue a disposition or final judgment if the user is to 
be awarded a settlement and the damage is covered by the users warranty. 

Therefore it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to include settlements being awarded to the user of the 
vehicle provided by Joao, for the purpose of ensuring that the user gets compensated 
for their damage to their vehicle, if it is covered by the warranty. 

As per claims 7, 22 and 34, Joao discloses the above-enclosed invention; Joao 
further discloses wherein said description information comprises at least one of textual 
data, binary data, scanned documents, digital images, digital audio and video of said 
vehicular parts (Page 21, paragraph 286, Page 12, paragraph 177, Page13, paragraph 
185). 

As per claims 8, 23 and 35, Joao discloses the above-enclosed invention, Joao 
further discloses wherein said description information is comprised in an electronic 
folder created at said first location, and said electronic folder is modified at said second 
location to include said assessment (Page 21 , paragraph 283 and 285, discloses that 
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the folder or file is created for specific vehicle and updated at the first location. Page 22, 
paragraph 289; discloses that the second location will access the information and 
include an assessment of the situation). 

As per claims 9 and 24, Joao discloses the above-enclosed invention, Joao 
further discloses comprising at least one of mining data and generating reports for a 
plurality of vehicular parts and their assessment (Page 22, paragraph 289; discloses 
that the reports will include whatever plurality of parts will be necessary to affect the 
repairs). 

As per claims 10 and 25, Joao discloses the above-enclosed invention, Joao 
further discloses wherein said data and reports are compatible with internal data 
management systems of a party receiving said data and reports (Page 22, paragraph 
299; discloses that any of the users of the system can access and use the information 
that is stored on the central server which is acting as the internal data management 
system, since all parties can access and add information all of that information has to be 
compatible). 

As per claim 21, Joao discloses the above-enclosed invention, Joao further 
discloses a method for management of a vehicular part comprising (Page 1, paragraph 
9; discloses that the invention pertains to vehicle maintenance, and that information is 
shared. Page 2, paragraph 15; discloses that there is a central point in which the 
different parties communicate through and that one of the parties are vehicle parts 
providers): 
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providing, at a first location, identification information for said first location (Page 
21 , paragraph 283; discloses that the user would enter information about themselves 
which would include their location); 

providing description information regarding the state of said vehicular part at the 
first location (Page 21 , paragraph 281 ; discloses that the information is gathered about 
state of disrepair); 

sending said identification information and said description information to a 
second location (Page 21 , paragraph 283; discloses that the central server is uploaded 
or sent information that was gathered by the first user in the first location); 

analyzing said description information in order to provide an assessment of said 
state of said vehicular part (Page 22, paragraph 289; discloses that the second party 
will take the information and making a diagnosis or assessment of the state of said 
vehicular part); 

using said identification information to send said assessment of said vehicular 
part to said first location (Page 22, paragraph 293; discloses that the user is sent the 
assessment information); 

Joao further discloses that warranty information is handled by the system and 
that the payment information would also be handled by the system (Page 22, paragraph 
290; discloses that information will be sent to the warranty providers and that this 
information will effect who is responsible for paying for the repair). 

Joao fails to explicitly disclose determining at least one of a disposition and a 
warranty settlement for said vehicular part based on said assessment. 
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While Joao fails to fully disclose the idea of a settlement, it would have been 
obvious to one of ordinary skill in the art at the time of the invention include a settlement 
during the process of determining who is responsible for paying for the repairs. For 
example if the user's engine seizes during normal operation they would call up the 
warranty provider to determine if the damage was covered by their warranty. At which 
point the warranty provider would issue a disposition or final judgment if the user is to 
be awarded a settlement and the damage is covered by the user's warranty. 

Therefore it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to include settlements being awarded to the user of the 
vehicle provided by Joao, for the purpose of ensuring that the user gets compensated 
for their damage to their vehicle, if it is covered by the warranty. 

As per claim 33, Joao discloses the above-enclosed invention, Joao further 
discloses that warranty information is handled by the system and that the payment 
information would also be handled by the system (Page 22, paragraph 290; discloses 
that information will be sent to the warranty providers and that this information will effect 
who is responsible for paying for the repair). 

Joao fails to explicitly disclose wherein the computer server is adapted to 
determine at least one of a disposition and a warranty settlement for said vehicular part 
based on said assessment. 

While Joao fails to fully disclose the idea of a settlement, it would have been 
obvious to one of ordinary skill in the art at the time of the invention include a settlement 
during the process of determining who is responsible for paying for the repairs. For 
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example if the user's engine seizes during normal operation they would call up the 
warranty provider to determine if the damage was covered by their warranty. At which 
point the warranty provider would issue a disposition or final judgment if the user is to 
be awarded a settlement and the damage is covered by the user's warranty. 

Therefore it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to include settlements being awarded to the user of the 
vehicle provided by Joao, for the purpose of ensuring that the user gets compensated 
for their damage to their vehicle, if it is covered by the warranty. 

As per claim 36, Joao discloses the above-enclosed invention, Joao further 
comprising a server database for storing at least a portion of said description 
information in said electronic folder (Page 15, paragraph 206; discloses that the system 
includes a database that will be used to store all of the information). 

As per claim 37, Joao discloses the above-enclosed invention, Joao further 
discloses wherein said computer server is further adapted to communicate with a third 
location and said output means further sends said assessment to said third location 
(Page 22, paragraph 299; discloses that various parties can access the system, and 
these parties include intermediaries, these parties can obtain information and input 
information). 



12. Claims 11-14 and 26-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Joao (US2002/0016655A1), in view of Amir M. Hormozi: "Parts 



Application/Control Number: 10/798,31 1 Page 14 

Art Unit: 3689 

Remanufacturing in the Automotive Industry" (First Quarter 1997) hereafter 
Hormozi. 

As per claim 11, Joao discloses the above-enclosed invention, Joao further 
discloses that the system is used to facilitate the process of repairing parts or 
performing services associated with those parts (Page 22, paragraph 290; discloses the 
central server takes in information that will help in the repair process for parts and 
services). Joao also discloses that many facilities can access the system (Page 22, 
paragraph 299; discloses that multiple parties can access the system in regard to repair 
and servicing of parts, these parties include intermediary or third party sites). 

Joao fails to explicitly disclose sending said vehicular part to a third party for at 
least one of repair and recycling. 

Hormozi, which talks about remanufacturing parts in the automotive industry, 
teaches sending vehicular parts to a third party and that services provided by the third 
party include repair and recycling (Page 26, paragraphs 2 and 6; teach that there are 
five services that can be performed two of which are repair and recycling, and that 90% 
of sales come from independent channels such as third parties. Page 26, paragraph 8; 
teaches that companies like Ford motor company have often relied on third party sites 
to repair and remanufacture items since they did not have the resources, from this it 
would be obvious that in the case of repair and recycling of parts third parties would be 
used if the facilities such as the dealer does not have the resources on site to complete 
the task. Also it would have been obvious that since these third party sites are not 
located on site they would have to have the parts sent to them). 
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From this teaching of Hormozi, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the part servicing 
system provided by Joao, with the use of sending third parties parts for repair or 
recycling taught by Hormozi, to accomplish the required services for the customer. As 
mentioned in Hormozi many dealers or manufacturers don't have the resources to take 
on such a task as repairing parts or recycling them and often these parts were just 
replaced with brand new ones. Hormozi shows that the process of disposing of parts 
that could be salvaged is wasteful and also costs more money and energy then having 
those parts repaired or recycled. Since the system is dealing with third parties or 
companies that are not onsite the parts that have to be services would have to be sent 
to them in order for them to be repaired or recycled. 

As per claim 12, The combination Joao and Hormozi teaches the above- 
enclosed invention, Joao further discloses providing an assessment detail based on 
vehicular parts (Page 22, paragraph 289; discloses that the different services providers 
can provide a diagnosis or an assessment regarding the state of disrepair of the part). 

Joao fails to explicitly disclose comprising at least one of identifying and ordering 
missing materials required for remanufacturing of said vehicular part based on said 
assessment details. 

Hormozi, which talks about remanufacturing parts in the automotive industry, 
teaches comprising at least one of identifying and ordering missing materials required 
for remanufacturing of said vehicular part based on said assessment details (Page 29, 
paragraphs 5 and 6 under Bills of Materials; teaches that each remanufactured parts 
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have pieces associated with them that have to be identified, ordered and then 
replaced). 

As per claim 13, the combination Joao and Hormozi teaches the above- 
enclosed invention; Joao fails to fully disclose comprising the automated ordering of 
said materials required for remanufacturing of said vehicular part. 

Hormozi, which talks about remanufacturing parts in the automotive industry, 
teaches comprising the automated ordering of said materials required for 
remanufacturing of said vehicular part (Page 29, paragraphs 5 and 6 under Bills of 
Materials; teaches that each remanufactured parts have pieces associated with them 
that have to be identified, ordered and then replaced and that these pieces are ordered 
automatically if it is guaranteed that those parts will be replaced, as stated with a RF 
rating of 1 .00, which states that every time the person in going to remanufacture that 
part, that piece is going to have to be replaced every time). 

As per claim 14, Joao discloses the above-enclosed invention, Joao further 
discloses that original equipment manufacturers have intermediaries or third parties 
handle things (Page 2, paragraph 21 ; discloses that intermediaries can act on behalf or 
the vehicle manufactures which are the OEM or original equipment manufacturers. 
Page 22, paragraph 299; discloses that these intermediaries can access the system at 
any time. Page 21 , paragraph 281 ; discloses that the first location can be the vehicle 
manufacturer and/or intermediaries). 

Joao fails to explicitly disclose where the representative or intermediary is 
authorized. 
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Hormozi, which talks about remanufacturing parts in the automotive industry, 
teaches that representatives of the original equipment manufacturer are authorized 
(Page 26, paragraph 8; teaches that Ford used outside companies as intermediaries for 
the exchanged of parts and services and those intermediaries were authorized 
representatives). 

From this teaching of Hormozi, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the part servicing 
system provided by Joao, with the use of authorized intermediaries or third parties 
taught by Hormozi, for the purpose of ensuring the quality of work to their customers. If 
the third party did not have a high standard of work it would reflect poorly upon the 
original equipment manufacturer so by authorizing these companies shows the 
customer that these facilities are up to pair with the original equipment manufacturer. 
Also as stated in the article this deal benefits the OEM because in some cases these 
they don't have the infrastructure or the resources to take on such a service so these 
third parties offer a reliable alternative. 

As per claim 26, Joao discloses the above-enclosed invention, Joao further 
discloses providing an assessment detail based on vehicular parts (Page 22, paragraph 
289; discloses that the different services providers can provide a diagnosis or an 
assessment regarding the state of disrepair of the part). 

Joao fails to explicitly disclose comprising at least one of identifying and ordering 
missing materials required for remanufacturing of said vehicular part based on said 
assessment details. 
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Hormozi, which talks about remanufacturing parts in the automotive industry, 
teaches comprising at least one of identifying and ordering missing materials required 
for remanufacturing of said vehicular part based on said assessment details (Page 29, 
paragraphs 5 and 6 under Bills of Materials; teaches that each remanufactured parts 
have pieces associated with them that have to be identified, ordered and then 
replaced). 

From this teaching of Hormozi, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the part servicing 
system provided by Joao, with the identifying and ordering missing materials for the 
remanufacturing process taught by Hormozi, for the purpose of remanufacturing parts, 
the process of remanufacturing parts has to include the identifying missing or broken 
pieces or even just pieces that have to be replaced to ensure that the final product is of 
high quality and reliability. As it is in any process after the pieces have been identified 
they have to be order before they can be installed. The use of remanufactured parts 
provides the customer with a product of the same quality and often the same warranty 
as a new part at a reduced cost. Also the process of remanufacturing parts reduces 
waste and uses less energy, which is an added benefit to the use of remanufactured 
parts. 

As per claim 27, the combination Joao and Hormozi teaches the above- 
enclosed invention; Joao fails to fully disclose comprising the automated ordering of 
said materials required for remanufacturing of said vehicular part. 
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Hormozi, which talks about remanufacturing parts in the automotive industry, 
teaches comprising the automated ordering of said materials required for 
remanufacturing of said vehicular part (Page 29, paragraphs 5 and 6 under Bills of 
Materials; teaches that each remanufactured parts have pieces associated with them 
that have to be identified, ordered and then replaced and that these pieces are ordered 
automatically if it is guaranteed that those parts will be replaced, as stated with a RF 
rating of 1 .00, which states that every time the person in going to remanufacture that 
part, that piece is going to have to be replaced every time). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PAUL R. FISHER whose telephone number is (571)270- 
5097. The examiner can normally be reached on Mon/Fri [7:30am/5pm] with first Fri off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on (571)272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

PRF 

/Janice A. Mooneyham/ 

Supervisory Patent Examiner, Art Unit 3629 



